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Application No. 

09/129,603 
Examiner 



Karen A. Lacourciere 



Appllcant(s) 

ISHIWATAETAL 



Art Unit 

1635 



« . -I r " I''® MAILING DATE of this communication appears on the cover sheet with the correspondence address 

Penod for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. ~ 

■ ^eTslr^rlliSoTHq^^^^^ °' ^'''^ '^^<''- "° a reply be timely filed 

aner biA (6) MONTHS from the mailing date of this communication 

' I MO "^^^ specified above is l^s than thirty (30) days, a reply within the statutory minimum of thirty (30) days will l>e considered timely 

- If NO penod for reply is speafied atKSve. the maximum statutory period will aoDlv and will exoire SIX {R\ MnwTH*; fho l!^i;!^ hI* f ti,^ ^' • 

- If r "''^ ™!* ^ 1^^"'^ P^""*" -P'V ~e ap^Sn .0 e^i,eT^^^^^ communK:a.on. 

Status 

1 )K Responsive to communication{s) filed on 12 June 2002 . 
2a)n This action is FINAL. 2b)|El This action is non-final. 

3) 0 Since this application is in condition for allowance except for fomnal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 C D 11 453 O G 213 

Disposition of Claims • » 

4) ^ Claim(s) 3-6,10 and 11 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 13 Claim{s) 3 is/are allowed. 

6) KI Claim(s) 4-6, Wand 11 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 
10)0 The drawing(s) filed on is/are: a)n accepted or bjD objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1 )□ The proposed drawing correction filed on is: a)^ approved b)^ disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) n The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * c)n None of: 

1 -□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 1 7.2(a)). 

* See the attached detailed Office action for a list of the certified copies not received. 

14) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application), 
a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

2I R 1 nT"*^ 'r"? ^''^"^''^ ^ '"'^^^^ summary (PTCMIS) Paper No(s). 26 . 

2 U Notice of Draftsperson s Patent Drawing Review (PTO-948) ^ 5) □ Notice of Infomial Patent ApplicaOon (PT0-1K) 

3) la Infomiation Disclosure Statement(s)(PTO-1449) Paper No(s)23_ 6) □other: 
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DETAILED ACTION 



Response to Amendment 



Applicant's request for reconsideration of the finality of the rejection of the 
last Office action is persuasive and, therefore, the finality of that action is 
withdrawn. 

The After-Final amendment filed June 12, 2002 has been entered. 



The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distincti 
claiming the subject matter which the applicant regards as his invention. 

Claims 4-6, 10 and 1 1 are rejected under 35 U.S.C. 1 12, second 
paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

Claims 4, 10 and 11 are indefinite due to the recitation "stringent 
conditions". The term "stringent conditions" has not been defined in the 
specification such that the skilled artisan would know what stringent hybridization 
conditions are, and further the art does not universally recognize any particular 
conditions as "stringent conditions". Therefore, the skilled artisan would not 
know what DNA's are encompassed in the claims, or used in the claimed 
methods. Claims 5 and 6 are indefinite for the same reasons due to dependence 
on claim 4. 



Claim Rejections - 35 USC §112 



The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 
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The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact ternis as to enable any 
person skilled in the art to which It pertains, or with which it is most nearly connected, to make 
and use the same and shall set forth the best mode contemplated by the inventor of carrying 
out his invention. 

Claims 4-6 are rejected under 35 U.S.C. 1 12, first paragraph, as 
containing subject matter which was not described in the specification in such a 
way as to reasonably convey to one skilled in the relevant art that the inventor(s), 
at the time the application was filed, had possession of the claimed invention. 
This is a written description rejection. 

The claim is drawn to a genus of nucleic acids, all of which must hybridize 
to SEQ ID NO: 1 , and vectors and cells comprising the genus of nucleic acids. 
The claim indicates that the hybridization conditions are "stringent", however, 
neither the claims nor the specification indicate what conditions are "stringent 
conditions", and therefore, no stringency conditions are specified. The claim is 
broad and reads on virtually any nucleic acid. The art indicates that there is 
substantial variation within the genus because the lack of stringency of 
hybridization conditions would be expected to yield structurally unrelated nucleic 
acid molecules. The single disclosed species, i.e. the sequence fully 
complementary to SEQ ID N0:1 is not representative of the genus because there 
is no structural attribute or feature that is common to the members of the genus. 
Therefore, claims 4-6 are not adequately described by the specification. 
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Claim Rejections • 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale In this country, more than one year prior to the date of application for patent in 
the United States. 

Claim 4 is rejected under 35 U.S.C. 102(b) as being anticipated by Hillier et al. 
(Accession number N21024). 

Hillier et al. (accession number N21024) disclose a nucleotide sequence 
comprising a sequence 98.2% identical to a 500 mer sequence complementary 
to SEQ ID N0:1 (see alignment of Accession number N21024 provided with the 
Office action mailed 03-14-2001 ). Given the broad nature of the undefined 
stringency conditions and the large number of residues complementary to SEQ 
ID N0:1 , the nucleic acid disclosed by Hillier et al. would be expected to 
hybridize to SEQ ID N0:1 . Therefore. Hillier et al. anticipates claim 4. 



Conclusion 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Karen A. Lacourciere whose telephone 
number is (703) 308-7523. The examiner can normally be reached on Monday- 
Thursday 8:30-6:30. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, John LeGuyader can be reached on (703) 308-0447. The 
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fax phone numbers for the organization where this application or proceeding is 
assigned are (703) 308-4242 for regular communications and (703) 305-1935 for 
After Final communications. 

Any inquiry of a general nature or relating to the status of this application 
or proceeding should be directed to the receptionist whose telephone number is 
(703) 308-0196. 



Karen A. Lacourciere 
March 3, 2003 




KAREN LACOURCIERE 
f^i^rgNTeXAMtNER 



